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DETAIL ED ACTION 

Claims 1-20 are pending. 

Information Disclosure Statement 

1. The information disclosure statements (IDS) submitted on 01/17/2006, 12/01/2005, 06/08/2005, 
01/20/2005, and 02/06/2004 are in compliance with the provisions of 37 CFR 1.97. Accordingly, the 
Examiner has considered the IDS 5 as to the merits. 



Claim Rejections - 35 USC § 101 

35 U.S.C. I0l reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

2. Claims 1-20 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

Regarding claims 1, 9, 13, 15 and 18, the Examiner asserts that the current state of the claim 
language is such that a reasonable interpretation of the claims would not result in any useful concrete or 
tangible product. Generating a list including configuration information (claims I , 9 and 18), applying a 
list of configuration commands to a net (claim 13), and instructions to apply the configuration commands 
to a net (claim 18) does not produce a tangible result. 

Regarding claims 1, 9, 13, 15 and 18, the Examiner asserts that the claims do not indicate if the 
methods or apparatus are tangible methods or apparatus in the form of hardware, instead of an 
arrangement of software lacking tangible embodiment. Though a list including configuration information 
is generated, the results are not outputted to a file or displayed. It fails to use or make available for use the 
result of the determination to enable its functionality and usefulness to be realized. 



t 
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All other claims are rejected by virtue of their dependency. 

Claim Rejections - 35 USC S 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (l) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1, 3, 7, and 8 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
DenBraber (US Patent No. 7,039,893). 

Regarding claim 1: 

Denbraber discloses a method for determining applicable configuration information for use in 
analysis of a computer aided design, comprising: 

a. generating a state machine using information contained in a plurality of configuration 
commands (column 7 lines 1-3). An array of configuration data is created for each finite 
state machine, and this configuration data is used to create a new implementation of a 
FSM. This is done with the void fsmjnit function (column 7 lines 49-51) 

b. applying a design element name, associated with a design element, to the state machine 
(column 10 lines 65-67 <state machine name> Jsmjnput.c contains the allocation of 
the state machine input work variable (design name)) and generating with the state 
machine a list including configuration information applicable to the design element 
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(column 12 lines 24-30). Each state machine has a unique configuration structure that is 
allocated and populated with configuration data by the state machine engine. 

Regarding claims 3, 7 and 8: 

Denbraber is directed to the method of claim 1, including the step of applying the configuration 
commands to at least one net in the design, wherein the design element name is associated with a net in 
the design (netlist) (column 6 lines 56-59; column 10 lines 65-67; column 12 lines 24-30). The net in 
the instant application is interpreted to be analogous to the state machines that are configured by the 
machine engine in the prior art. 

Allowa ble Sub ject Matter 

Claims 2 and 4-6 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

Claims 9-20 would be allowable if rewritten or amended to overcome the rejection(s) under 35 
U.S. C 10 f set forth in this Office action. 

The following is an examiner's statement of reasons for allowance: 

Regarding claim 9: 

Applicant is disclosing a system for determining applicable configuration information for use in 
analysis of a computer aided design, comprising a file containing a plurality of configuration commands 
for setting values associated with nets in the design, a netlist containing a plurality of net names, each of 
which is associated with one of the nets, and a processor. The Examiner notes that the term 'configuration 
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command 5 is interpreted in light of paragraph [003] of the specification. This is disclosed in the prior art 
made of record. 

The prior art of record does not teach "a state machine, executed by a processor, that is compiled 
using information contained in a plurality of configuration commands, wherein, in response to input 
comprising one of the net names, the state machine generates a list including configuration information 
applicable to one of the nets corresponding to the input' 5 . 

Furthermore, the prior art of record does not meet the conditions as suggested in MPEP section 
2132, namely: 

; The identical invention must be shown in as complete detail as is contained in the ... claim. " 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). The 
elements must be arranged as required by the claim, but this is not an ipsissimis verbis test, i.e., identity 
of terminology is not required. In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990)." 

In particular, the prior art of record does not disclose the specific combination of system elements 
inclusive of" a file containing a plurality of configuration commands for setting values associated with 
nets in the design; a netlist containing a plurality of net names, each of which is associated with one of the 
nets; a processor; and a state machine, executed by the processor, that is compiled using information 
contained in a plurality of configuration commands, wherein, in response to input comprising one of the 
net names, the state machine generates a list including configuration information applicable to one of the 
nets corresponding to the input", as now recited in independent claim 9. 

Dependent claims 10-12 are deemed allowable as depending from independent claim 9. 

Regarding claim 13: 

Applicant is disclosing a method for determining applicable configuration information for use in 
analysis of a computer aided design, comprising generating a state machine using information contained 
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in a plurality of configuration commands, wherein, in response to input comprising a net name associated 
with a net in the design, the state machine generates a list including configuration commands applicable 
to the net, applying a net name, associated with the design, to the state machine to generate the list, and 
applying the configuration commands in the list to at least on of the nets in the design. The Examiner 
notes that the term 'configuration command' is interpreted in light of paragraph [003] of the specification. 
This is disclosed in the prior art made of record. 

The prior art of record does not disclose "wherein the state machine is compiled by determining, 
from a set of regular expressions associated with the configuration commands, a set of states and 
transitions between the states that are matched against characters of the net name to determine zero or 
more regular expressions that match the net name, wherein any of the regular expressions thus determined 
have associated therewith one or more corresponding configuration commands applicable to the net 
name; wherein each of the configuration commands includes a command type field indicating the type of 
entity to which the command is applicable, and a value field indicating the value to which the net 
corresponding to the net name is to be set". 

Furthermore, the prior art of record does not meet the conditions as suggested in MPEP section 
2132, namely: 

"The identical invention must be shown in as complete detail as is contained in the ... claim." 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236,9 USPQ2d 1913, 1920 (Fed. Cir. 1989). The 
elements must be arranged as required by the claim, but this is not an ipsissimis verbis test, i.e., identity 
of terminology is not required. In re Bond, 910 F.2d 83 L 15 USPQ2d 1566 (Fed. Cir. 1990)." 

In particular, the prior art of record does not disclose the specific sequence of method steps 
inclusive of "generating a state machine using information contained in a plurality of configuration 
commands, wherein, in response to input comprising a net name associated with a net in the design, the 
state machine generates a list including configuration information applicable to the net; wherein the state 



Application/Control Number: 10/647,595 Page 7 

Art Unit: 2128 

machine is compiled by determining, from a set of regular expressions associated with the configuration 
commands, a set of states and transitions between the states that are matched against characters of the net 
name to determine zero or more regular expressions that match the net name, wherein any of the regular 
expressions thus determined have associated therewith one or more corresponding configuration 
commands applicable to the net name; wherein each of the configuration commands includes a command 
type field indicating the type of entity to which the command is applicable, and a value field indicating 
the value to which the net corresponding to the net name is to be set; applying a net name, associated with 
the design, to the state machine to generate the list; and applying the configuration commands in the list 
to at least one of the nets in the design" as now recited in independent claim 13. 

Dependent claim 14 is deemed allowable as depending from independent claim 13. 

Regarding claim 15: 

Applicant is directed to a system for determining applicable configuration information for use in 
analysis of a computer-aided design. This is disclosed in the prior art of record. 

The prior art of record does not disclose "means for generating a state machine using information 
contained in a plurality of configuration commands, wherein, in response to input comprising a design 
element name associated with a net in the design, the state machine generates a list including the 
configuration information applicable to the net; and means for applying the design element name to the 
state machine to generate the list". 

Independent claim 15 further uses "means for" language and is given deference in view of In re 
Donaldson and interpreted in view of 35 U.S.C. 1 12 paragraph 6. The "means for" language and the 
limitations related thereto of claim 35 are inteipreted within the scope of enablement as provided within 
the relative embodiment provided within applicant's specification. In particular, the specific means for 
limitations as recited in the claims is inteipreted as defined by the specifications as follows: 
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i. means for generating a state machine using information contained in a plurality of 
configuration commands, wherein, in response to input comprising a design element 
name associated with a net in the design, the state machine generates a list including the 
configuration information applicable to the net ([0019|-[0020]). The Examiner notes that 
the term 'configuration command' is interpreted in light of paragraph ( 003 ) of the 
specification 

ii. means for applying the design element name to the state machine to generate the list 
([0021])) 

Furthermore, the prior art of record does not meet the conditions as suggested in MPEP section 
2132, namely: 

'The identical invention must be shown in as complete detail as is contained in the claim." 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). The 
elements must be arranged as required by the claim, but this is not an ipsissimis verbis test, i.e., identity 
of terminology is not required. In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990)/' 

In particular, the prior art of record does not disclose the specific combination of system elements 
inclusive of "means for generating a state machine using information contained in a plurality of 
configuration commands, wherein, in response to input comprising a design element name associated 
with a net in the design, the state machine generates a list including the configuration information 
applicable to the net; and means for applying the design element name to the state machine to generate the 
list" as now recited in independent claim 15. 

Dependents claim 16-17 are deemed allowable as depending from independent claim 15. 



Regarding claim 18: 
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Applicant is directed to a software product comprising instructions, stored on computer-readable 
media, wherein the instructions, when executed by a computer, perform steps for determining applicable 
configuration information for use in analysis of a computer aided design, comprising: instructions for 
generating a state machine using information contained in a plurality of configuration commands. The 
Examiner notes that the term 'configuration command' is interpreted in light of paragraph [003] of the 
specification. This is disclosed in the prior art made of record. 

The prior art of record does not disclose "wherein, in response to input comprising a net name 
associated with a net in the design, the state machine generates a list including the configuration 
information applicable to the net; instructions for applying a net name, associated with the design, to the 
state machine to generate the list; and instructions for applying the configuration commands in the list to 
at least one net in the design' 1 . 

Furthermore, the prior art of record does not meet the conditions as suggested in MPEP 
section 2132, namely: 

'The identical invention must be shown in as complete detail as is contained in the ... claim." 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). The 
elements must be arranged as required by the claim, but this is not an ipsissimis verbis test, i.e., identity 
of terminology is not required. In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990)." 

In particular, the prior art of record does not disclose the specific sequence of instructions that 
perform the method steps inclusive of "generating a state machine using information contained in a 
plurality of configuration commands, wherein, in response to input comprising a net name associated with 
a net in the design, the state machine generates a list including the configuration information applicable to 
the net; applying a net name, associated with the design, to the state machine to generate the list; applying 
the configuration commands in the list to at least one net in the design" 

Dependent claim 20 is deemed allowable as depending from independent claim 19. 
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Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance" 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner should 



be directed to Shambhavi Patel whose telephone number is (57!) 272-5877. The examiner can normally 
be reached on Monday-Friday, 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful the examiner's supervisor, 
Kamini Shah can be reached on (571) 272-2279. The fax phone number for the organization where this 
application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http ^/pair- 
direct, uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). C^^^ 
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